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Status 

1 )E3 Responsive to communication(s) filed on 15 June 2002 . 
2a)Q This action is FINAL. 2 b)E This action is non-final 

4® Claim(s) 1-6 and 15-20 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5M Claim(s) 15^0 is/are allowed. 

6) ^ Claim(s) .MJ is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement 

Application Papers 

9) D The specification is objected to by the Examiner. 
1 0)Q The drawings filed on is/are: a) D accepted or b)D objected to by the Examiner 

Apphcant may not request that any objection to the drawing^) be held in abeyance. See 37 CFR 1 85(a) 

1 1 )□ The proposed drawing correction filed on is: a ) D approved b) D disapproved by the Examiner 

If approved, corrected drawings are required in reply to this Office action. 
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DETAILED ACTION 

Claims 1-6 and 15-20 are still at issue and are present for examination. 

Applicants' amendments and arguments filed „„ 6-,4-0 2 , paper No.l3,have been fully 
considered and are deemed to be persuasive ,„ overcome the rejections previously applied. 
Rejections and/or objections no, reiterated from previous olfactions are hereby withdrawn. 

The finality of the p rCT i„„s Office action is hereby withdrawn and a new non-final Office 
action follows. The elected species was indicated allowable pending the decision of the 
interference dedared by the applicants. In the meanwhile, the following Office action is directed 
to the other species claimed in claim 1. 

Double Patenting 

^ll^J^C"^^ 7 - c^ed doctrine 

improper timewise LtsioZ he " "ctde'^tS T * 1"" *T ' 

o~^^^^S lim - ^ 37 CFR 1 "HO maybe used to 
provided the conflicting ^S^^^^T^^ r ^' mot 
application. See 37 CFR 1 130(b) commonly owned with this 

disclaime!^;^ 

CFR 3.73(b). "maimer signed by the assignee must fully comply with 37 

Claims Ware rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claims U-15 of co-pending application 09/229,173/US 
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Pub No. 2003/0027296 A,, 2-6-2003. An obv.ousness-.ype double pa.eu.tag .ejection is 

appropriate where ft. dicing Cairns are „o. identica., bu, an examined application claim is 

no, patemab.y distinc, from ti,e reference Cairn, because me examined ciaim is ei.be, anticipated 

by, or would have been obvious over me reference ciaim. See, e.g., /„ „ Berg , 140 F.3d 

.428,46 USPQ2d 1226 (Fed Cir. 1998); /„ „ Gooiman , , , F . 3d m6 , 29 USPQ2d 20,0 (Fed. 

Ci, .993); ,„ re Lon gi 759 F.2d 887,225 USPQ 645 (Fed. Cir. 1985). Ahhough .he conflicting 

claims are no. identical, tirey are no. pa.en.ably distinc, from each outer because claims 1-6 are 

generic ,o a,, ma, is reci,ed in Cairns 13-17 of co-pending app,ica,ion 09/229,,73/US Pub No 

2003/0027296 Al, 2-6-2003. Ha, is, Cairns ,3-17 of me reference Pa,e„, fal, en,ire, y wi,hi„ 

*e scope of claims 1-6 of me instan, application. Claims ,3-.7 of the co-pending application 

09/229,,73/US Pub No. 2003/0027296 Al. 2*2003 comprise me invention of me i„su», 

app.ica.ion (i.e., a DNA m o,ecu,e comprising a coding sequence for a m„,a„, T . marttima DNA 

po.yme.ase wherein i, comprises a mu«ation such 4a. ,he encoded po.ymerase enzyme has a 

Tyr in place of Phe a, a position corresponding ,o Phe570 of ,he wild .ype T-5 polymerase) as 

one of me species of fte genus claimed in claims 13-17 of co-pending apptication 

09/229,173/USPubNo.2003/0027296A, 2-6-2003 <w;c n ... , 

ai, i 0-2003. Specifically, me polynucleotide of .he 

claim 13 of co-pending application 09/229,173/US Pub No. 2003/0027296 Al, 2-6-2003 
encompass .he mu^n, polynucleotide coding for a mutan. protein wherein me mu,an< DNA 
polymerase has a mu<a«i„„ from Phe7 30 ,o Tyr730. Therefore me vector of claim ,3 in ,he 
reference pa.cn, can be considered as one vec,or comprising ,he polynucleotide claimed in 
claims 1-6 of the instant application. 
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Claims 1-6 are rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claims 1 1-15 of U.S. Patent No. 5,948,614. An 
obviousness-type double patenting rejection is appropriate where the conflicting claims are not 
identical, but an examined application claim is not patentably distinct from the reference claim, 
because the examined claim is either anticipated by, or would have been obvious over the 
reference claim. See, e.g., /„ re Berg, 140 F.3d 1428,46 USPQ2d 1226 (Fed. Cir. 1998); /„ re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi 759 F.2d 887,225 
USPQ 645 (Fed. Cir. 1985). Although the conflicting claims are not identical, they are not 
patentably distinct from each other because claims 1-6 are generic to all that is recited in claims 
1 1-15 of US Patent No. 5,948,614. That is, claims 1 1-15 of the reference Patent fall entirely 
within the scope of claims 1-6 of the instant application. Claims 1 1-15 of the reference patent 
comprise the invention of the instant application (i.e., a DNA molecule comprising a coding 
sequence for a mutant T.maritima DNA polymerase wherein it comprises a mutation such that 
the encoded polymerase enzyme has a Tyr in place of Phe at a position corresponding to Phe570 
of the wild type T-5 polymerase) as one of the species of the genus claimed in claims 1 1-15 of 
the reference patent. Specifically, the polynucleotide of the claim 1 1 of the reference patent 
encompasses the mutant polynucleotide coding for a mutant protein wherein the mutant DNA 
polymerase has a mutation from Phe730 to Tyr730. Therefore the vector of claim 1 1 in the 
reference patent can be considered as one vector comprising the polynucleotide claimed in 
claims 1-6 of the instant application. 

Conclusion 

Claims 15-20 are allowable pending the decision of the interference board. 



Application/Control Number: 09/558,421 

Art-Unit: 1652 ' Pa S e 5 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Manjunath N. Rao, Ph.D. whose telephone number is 703-306- 
5681. The examiner can normally be reached on 7.30 a.m. to 4.00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ponnathapura Achutamurthy can be reached on 703-308-3804. Thefaxphone 
numbers for the organization where this application or proceeding is assigned are 703-308-4242 
for regular communications and 703-308-4242 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-306-0196. 




Manjunath N. Rao 
April 18, 2003 



